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NONFINAL OFFICE ACTION

 

Response deadline.  File a response to this nonfinal Office action within three months of the “Issue 
date” below to avoid abandonment of the application. Review the Office action and respond using one 
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of the links to the appropriate electronic forms in the “How to respond” section below.

Request an extension.  For a fee, applicant may request one three-month extension of the response 
deadline prior to filing a response. The request must be filed within three months of the “Issue date” 
below. If the extension request is granted, the USPTO must receive applicant’s response to this letter 
within six months of the “Issue date” to avoid abandonment of the application.

Issue date:  February 8, 2024

The referenced application has been reviewed by the assigned trademark examining attorney. Applicant 
must respond timely and completely to the issue(s) below. 15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 
2.65(a); TMEP §§711, 718.03. 
 
SUMMARY OF ISSUES:
 

SECTION 2(d) REFUSAL – LIKELIHOOD OF CONFUSION;•

REQUIREMENT -- IDENTIFICATION OF GOODS AND SERVICES;  •

MULTIPLE-CLASS APPLICATION REQUIREMENTS; and •

REQUIREMENT – DISCLAIMER.•

 
SECTION 2(d) REFUSAL – LIKELIHOOD OF CONFUSION
 
Registration of the applied-for mark is refused because of a likelihood of confusion with the marks in 
U.S. Registration Nos. 5924793, 3154132, 3304284, and 5350788, owned by Avid Technology, Inc., 
and 5880669, owned by Avid Solutions, Inc. Trademark Act Section 2(d), 15 U.S.C. §1052(d); see 
TMEP §§1207.01 et seq. See the attached registrations.
 
Applicant’s mark is AVID COMMUNICATIONS & Design for: 
 

International Class 038: Voice over internet protocol (VOIP) services; Internet service provider 
(ISP) services; Digital network telecommunications services; and

•

International Class 042: Internet and network security consultancy; Firewall software and 
hardware maintenance and installation; Computer network design for others; Information 
technology consulting relating to computer network design; Rental and lease of telephone, 
computer, and network systems hardware; Software as a Service (SaaS), namely, software for the 
management of contact and call centers for others; Telecommunications infrastructure equipment 
and design; Providing managed information and network security services.

•

 
The cited registrations are:
 

5924793, AVID, owned by Avid Technology, Inc., for Computer consultation in the field of 
computer security; software as a service (SAAS) services, namely, hosting software for use by 
others for producing, editing, managing and distributing images, graphics, sounds, videos 
and musical scores; providing on-line non-downloadable software for online storage of data;  

1. 

3154132, AVID, owned by Avid Technology, Inc., for Design, development and implementation 2. 

https://teas.uspto.gov/erp


of software; Installation of computer software; Technical support services, namely, 
troubleshooting of computer hardware and software problems;  
3304284, AVID, owned by Avid Technology, Inc., for Installation of computer networks; 
Installation of computer systems;  

3. 

5350788, AVID EVERYWHERE, owned by Avid Technology, Inc., for Design, development 
and implementation of software; installation of computer software; technical support services, 
namely, troubleshooting in the nature of diagnosing computer hardware and software problems; 
software as a service (SAAS) services, namely, hosting software for use by others; providing on-
line non-downloadable software featuring online storage of data; and  

4. 

5880669, AVID RUN BETTER & Design, owned by Avid Solutions, Inc., for Installation and 
maintenance of manufacturing and industrial facility automation, control, cybersecurity, and 
smart manufacturing and execution systems; Design of manufacturing and industrial facility 
automation, control, cybersecurity, and smart manufacturing and execution systems; 
Design, technical, and technological consulting in the fields of industrial automation, industrial 
information and control system design and implementation, industrial information technology 
network design, implementation and operation, and smart manufacturing.

5. 

 
Standard of Law
 
Trademark Act Section 2(d) bars registration of an applied-for mark that is so similar to a registered 
mark that it is likely consumers would be confused, mistaken, or deceived as to the commercial source 
of the goods and/or services of the parties. See 15 U.S.C. §1052(d). Likelihood of confusion is 
determined on a case-by-case basis by applying the factors set forth in In re E. I. du Pont de Nemours 
& Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973) (called the “du Pont factors”). In re 
i.am.symbolic, llc, 866 F.3d 1315, 1322, 123 USPQ2d 1744, 1747 (Fed. Cir. 2017). Any evidence of 
record related to those factors need be considered; however, “not all of the DuPont factors are relevant 
or of similar weight in every case.” In re Guild Mortg. Co., 912 F.3d 1376, 1379, 129 USPQ2d 1160, 
1162 (Fed. Cir. 2019) (quoting In re Dixie Rests., Inc., 105 F.3d 1405, 1406, 41 USPQ2d 1531, 1533 
(Fed. Cir. 1997)).
 
Although not all du Pont factors may be relevant, there are generally two key considerations in any 
likelihood of confusion analysis: (1) the similarities between the compared marks and (2) the 
relatedness of the compared goods and/or services. See In re i.am.symbolic, llc, 866 F.3d at 1322, 123 
USPQ2d at 1747 (quoting Herbko Int’l, Inc. v. Kappa Books, Inc., 308 F.3d 1156, 1164-65, 64 
USPQ2d 1375, 1380 (Fed. Cir. 2002)); Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 
1098, 1103, 192 USPQ 24, 29 (C.C.P.A. 1976) (“The fundamental inquiry mandated by [Section] 2(d) 
goes to the cumulative effect of differences in the essential characteristics of the goods [or services] and 
differences in the marks.”); TMEP §1207.01.
 
Comparison of the Marks
 
Identical Marks
 
In a likelihood of confusion determination, the marks in their entireties are compared for similarities in 
appearance, sound, connotation, and commercial impression. In re i.am.symbolic, llc, 866 F.3d 1315, 
1323, 123 USPQ2d 1744, 1748 (Fed. Cir. 2017); Stone Lion Capital Partners, LP v. Lion Capital LLP, 
746 F.3d 1317, 1321, 110 USPQ2d 1157, 1160 (Fed. Cir. 2014) (quoting Palm Bay Imps., Inc. v. Veuve 
Clicquot Ponsardin Maison Fondee En 1772, 396 F.3d 1369, 1371, 73 USPQ2d 1689, 1691 (Fed. Cir. 
2005)); In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 



1973); TMEP §1207.01(b)-(b)(v).
 
In the present case, applicant’s mark is AVID and several of the registrants’ marks are AVID. These 
marks are identical in appearance, sound, and meaning, “and have the potential to be used . . . in 
exactly the same manner.” In re i.am.symbolic, llc, 116 USPQ2d 1406, 1411 (TTAB 2015), aff’d, 866 
F.3d 1315, 123 USPQ2d 1744 (Fed. Cir. 2017). Additionally, because they are identical, these marks 
are likely to engender the same connotation and overall commercial impression when considered in 
connection with applicant’s and registrant’s respective goods and/or services. Id.
 
Therefore, the marks are confusingly similar.
 
Dominant Term
 
Applicant’s mark is AVID COMMUNICATIONS & Design.  Registrants' marks are AVID 
EVERYWHERE and AVID RUN BETTER & Design. 
 
Marks are compared in their entireties for similarities in appearance, sound, connotation, and 
commercial impression. Stone Lion Capital Partners, LP v. Lion Capital LLP, 746 F.3d 1317, 1321, 
110 USPQ2d 1157, 1160 (Fed. Cir. 2014) (quoting Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin 
Maison Fondee En 1772, 396 F.3d 1369, 1371, 73 USPQ2d 1689, 1691 (Fed. Cir. 2005)); TMEP 
§1207.01(b)-(b)(v). “Similarity in any one of these elements may be sufficient to find the marks 
confusingly similar.” In re Inn at St. John’s, LLC, 126 USPQ2d 1742, 1746 (TTAB 2018) (citing In re 
Davia, 110 USPQ2d 1810, 1812 (TTAB 2014)), aff’d per curiam, 777 F. App’x 516, 2019 BL 343921 
(Fed. Cir. 2019); TMEP §1207.01(b).
 
Marks may be confusingly similar in appearance where similar terms or phrases or similar parts of 
terms or phrases appear in the compared marks and create a similar overall commercial impression. See 
Crocker Nat’l Bank v. Canadian Imperial Bank of Commerce, 228 USPQ 689, 690-91 (TTAB 1986), 
aff’d sub nom. Canadian Imperial Bank of Commerce v. Wells Fargo Bank, Nat’l Ass’n, 811 F.2d 1490, 
1495, 1 USPQ2d 1813, 1817 (Fed. Cir. 1987) (holding COMMCASH and COMMUNICASH 
confusingly similar); In re Corning Glass Works, 229 USPQ 65, 66 (TTAB 1985) (holding CONFIRM 
and CONFIRMCELLS confusingly similar); In re Pellerin Milnor Corp., 221 USPQ 558, 560 (TTAB 
1983) (holding MILTRON and MILLTRONICS confusingly similar); TMEP §1207.01(b)(ii)-(iii).
 
Although marks are compared in their entireties, one feature of a mark may be more significant or 
dominant in creating a commercial impression. See In re Detroit Athletic Co., 903 F.3d 1297, 1305, 128 
USPQ2d 1047, 1050 (Fed. Cir. 2018) (citing In re Dixie Rests., 105 F.3d 1405, 1407, 41 USPQ2d 
1531, 1533-34 (Fed. Cir. 1997)); TMEP §1207.01(b)(viii), (c)(ii). Greater weight is often given to this 
dominant feature when determining whether marks are confusingly similar. See In re Detroit Athletic 
Co., 903 F.3d at 1305, 128 USPQ2d at 1050 (citing In re Dixie Rests., 105 F.3d at 1407, 41 USPQ2d at 
1533-34).
 
Consumers are generally more inclined to focus on the first word, prefix, or syllable in any trademark 
or service mark. See Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee En 1772, 396 
F.3d 1369, 1372, 73 USPQ2d 1689, 1692 (Fed. Cir. 2005) (finding similarity between VEUVE 
ROYALE and two VEUVE CLICQUOT marks in part because “VEUVE . . . remains a ‘prominent 
feature’ as the first word in the mark and the first word to appear on the label”); Century 21 Real Estate 
Corp. v. Century Life of Am., 970 F.2d 874, 876, 23 USPQ2d 1698, 1700 (Fed Cir. 1992) (finding 
similarity between CENTURY 21 and CENTURY LIFE OF AMERICA in part because “consumers 



must first notice th[e] identical lead word”); see also In re Detroit Athletic Co., 903 F.3d 1297, 1303, 
128 USPQ2d 1047, 1049 (Fed. Cir. 2018) (finding “the identity of the marks’ two initial words is 
particularly significant because consumers typically notice those words first”).
 
Although marks are compared in their entireties, one feature of a mark may be more significant or 
dominant in creating a commercial impression. See In re Detroit Athletic Co., 903 F.3d 1297, 1305, 128 
USPQ2d 1047, 1050 (Fed. Cir. 2018) (citing In re Dixie Rests., 105 F.3d 1405, 1407, 41 USPQ2d 
1531, 1533-34 (Fed. Cir. 1997)); TMEP §1207.01(b)(viii), (c)(ii). Matter that is descriptive of or 
generic for a party’s goods and/or services is typically less significant or less dominant in relation to 
other wording in a mark. See Anheuser-Busch, LLC v. Innvopak Sys. Pty Ltd., 115 USPQ2d 1816, 
1824-25 (TTAB 2015) (citing In re Chatam Int’l Inc., 380 F.3d 1340, 1342-43, 71 USPQ2d 1944, 1946 
(Fed. Cir. 2004)).
 
Adding a term to a registered mark generally does not obviate the similarity between the compared 
marks, as in the present case, nor does it overcome a likelihood of confusion under Section 2(d). See 
Coca-Cola Bottling Co. v. Jos. E. Seagram & Sons, Inc., 526 F.2d 556, 557, 188 USPQ 105, 106 
(C.C.P.A. 1975) (holding BENGAL and BENGAL LANCER and design confusingly similar); In re 
Toshiba Med. Sys. Corp., 91 USPQ2d 1266, 1269 (TTAB 2009) (holding TITAN and VANTAGE 
TITAN confusingly similar); In re El Torito Rests., Inc., 9 USPQ2d 2002, 2004 (TTAB 1988) (holding 
MACHO and MACHO COMBOS confusingly similar); TMEP §1207.01(b)(iii). In the present case, 
the marks are identical in part.
 
Design Section
 
In addition, the word portion of the mark is the dominant portion of the mark. When evaluating a 
composite mark consisting of words and a design, the word portion is normally accorded greater weight 
because it is likely to make a greater impression upon purchasers, be remembered by them, and be used 
by them to refer to or request the goods and/or services.  In re Viterra Inc., 671 F.3d 1358, 1362, 101 
USPQ2d 1905, 1908 (Fed. Cir. 2012) (quoting CBS Inc. v. Morrow, 708 F.2d 1579, 1581-82, 218 
USPQ 198, 200 (Fed. Cir. 1983)); Made in Nature, LLC v. Pharmavite LLC, 2022 USPQ2d 557, at *41 
(TTAB 2022) (quoting Sabhnani v. Mirage Brands, LLC, 2021 USPQ2d 1241, at *31 (TTAB 2021)); 
TMEP §1207.01(c)(ii).  Thus, although marks must be compared in their entireties, the word portion is 
often considered the dominant feature and is accorded greater weight in determining whether marks are 
confusingly similar, even where the word portion has been disclaimed.  In re Viterra Inc., 671 F.3d at 
1366-67, 101 USPQ2d at 1911 (citing Giant Food, Inc. v. Nation’s Foodservice, Inc., 710 F.2d 1565, 
1570-71, 218 USPQ2d 390, 395 (Fed. Cir. 1983)). 
 
Therefore, the marks have closely similar appearances, sound, meanings, and overall commercial 
impressions, such that this factor weighs in favor of a likelihood of confusion.
 
Comparison of the Goods and Services and Trade Channels
 
Applicant’s goods/services are  
 

International Class 038: Voice over internet protocol (VOIP) services; Internet service provider 
(ISP) services; Digital network telecommunications services; and

•

International Class 042: Internet and network security consultancy; Firewall software and 
hardware maintenance and installation; Computer network design for others; Information 
technology consulting relating to computer network design; Rental and lease of telephone, 

•



computer, and network systems hardware; Software as a Service (SaaS), namely, software for the 
management of contact and call centers for others; Telecommunications infrastructure equipment 
and design; Providing managed information and network security services.

 
Registrants’ goods/services are: 
 

5924793, AVID, owned by Avid Technology, Inc., for Computer consultation in the field of 
computer security; software as a service (SAAS) services, namely, hosting software for use by 
others for producing, editing, managing and distributing images, graphics, sounds, videos 
and musical scores; providing on-line non-downloadable software for online storage of data;  

1. 

3154132, AVID, owned by Avid Technology, Inc., for Design, development and implementation 
of software; Installation of computer software; Technical support services, namely, 
troubleshooting of computer hardware and software problems;  

2. 

3304284, AVID, owned by Avid Technology, Inc., for Installation of computer networks; 
Installation of computer systems;  

3. 

5350788, AVID EVERYWHERE, owned by Avid Technology, Inc., for Design, development 
and implementation of software; installation of computer software; technical support services, 
namely, troubleshooting in the nature of diagnosing computer hardware and software problems; 
software as a service (SAAS) services, namely, hosting software for use by others; providing on-
line non-downloadable software featuring online storage of data; and  

4. 

5880669, AVID RUN BETTER & Design, owned by Avid Solutions, Inc., for Installation and 
maintenance of manufacturing and industrial facility automation, control, cybersecurity, and 
smart manufacturing and execution systems; Design of manufacturing and industrial facility 
automation, control, cybersecurity, and smart manufacturing and execution systems; 
Design, technical, and technological consulting in the fields of industrial automation, industrial 
information and control system design and implementation, industrial information technology 
network design, implementation and operation, and smart manufacturing.

5. 

 
Applicant’s and Registrant’s Goods and/or Services Are Related
 
The compared goods and/or services need not be identical or even competitive to find a likelihood of 
confusion.  See On-line Careline Inc. v. Am. Online Inc., 229 F.3d 1080, 1086, 56 USPQ2d 1471, 1475 
(Fed. Cir. 2000); Recot, Inc. v. Becton, 214 F.3d 1322, 1329, 54 USPQ2d 1894, 1898 (Fed. Cir. 2000); 
TMEP §1207.01(a)(i).  They need only be “related in some manner and/or if the circumstances 
surrounding their marketing are such that they could give rise to the mistaken belief that [the goods 
and/or services] emanate from the same source.”  Coach Servs., Inc. v. Triumph Learning LLC, 668 
F.3d 1356, 1369, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012) (quoting 7-Eleven Inc. v. Wechsler, 83 
USPQ2d 1715, 1724 (TTAB 2007)); TMEP §1207.01(a)(i); see Made in Nature, LLC v. Pharmavite 
LLC, 2022 USPQ2d 557, at *44 (TTAB 2022) (quoting In re Jump Designs LLC, 80 USPQ2d 1370, 
1374 (TTAB 2006)).
 
Here, applicant’s goods/services and registrant’s goods/services are related because they are commonly 
offered by the same companies under the same mark and sold through the same trade channels to the 
same consumers. Therefore, consumers are accustomed to these goods/services emanating from the 
same source. The applicant and the registrant's offer services related to computer and network security, 
computer and network design and installation, and computer and network consulting services. These 
are the types of services offered by the same entities, and in fact, the services of the applicant are 
offered by the registrants and the services of the registrants are offered by the applicant.
 



The attached Internet evidence, consisting of screenshots from the websites of the applicant and the 
registrants, establishes that the relevant goods and/or services are sold or provided through the same 
trade channels and used by the same classes of consumers in the same fields of use.  Thus, applicant’s 
and registrant’s goods and/or services are considered related for likelihood of confusion purposes.  See, 
e.g., In re Davey Prods. Pty Ltd., 92 USPQ2d 1198, 1202-04 (TTAB 2009); In re Toshiba Med. Sys. 
Corp., 91 USPQ2d 1266, 1268-69, 1271-72 (TTAB 2009).
 
Therefore, applicant’s goods and/or services are related to registrant’s goods and/or services which 
weighs in favor of a likelihood of confusion.
 
Conclusion
 
In sum, the similarities between the marks’ appearances, sounds, meanings, and overall commercial 
impressions combined with the close relationship between the goods and/or services results in a 
likelihood of confusion and registration is refused under Section 2(d) of the Trademark Act.
 
 
Although applicant’s mark has been refused registration, applicant may respond to the refusal(s) by 
submitting evidence and arguments in support of registration. If applicant responds to the refusal(s), 
applicant must also respond to the requirement(s) set forth below.
 
REQUIREMENT -- IDENTIFICATION OF GOODS AND SERVICES
 
Applicant must clarify the wording in the identification of goods and/or services in International 
Class(es) 042 because it is indefinite and too broad. See 37 C.F.R. §2.32(a)(6); TMEP §§1402.01, 
1402.03. This wording is indefinite because it does not make clear what the goods and/or services are. 
Further, this wording could identify goods and/or services in more than one international class. For 
example, hardware maintenance and installation services are in International Class 037 and Software 
maintenance and installation services are in International Class 042.  
 
Applicant may substitute the following wording, if accurate:
 
International Class 038 [acceptable as written]
 
Voice over internet protocol (VOIP) services; Internet service provider (ISP) services; Digital network 
telecommunications services; and 
 
International Class 042
 
Internet and computer network security consultancy; computer Firewall software and 
hardware[Class 037] maintenance and installation; Computer network design for others; Information 
technology consulting relating to computer network design; Rental and lease of telephone, computer, 
and network systems hardware; Software as a Service (SaaS), namely, software for the 
management of contact and call centers for others[the applicant must specify the function of the 
software as well as the field]; Telecommunications infrastructure equipment and designDesign of 
telecommunications infrastructure equipment; Providing managed information and network 
security servicesComputer security services, namely, enforcing, restricting and controlling access 
privileges of users of computing resources for cloud, mobile or network resources based on 
assigned credentials. 



 
International Class 037
 
Computer firewall hardware maintenance and installation
 
The examining attorney notes that additional identifications and/or classifications may be applicable, 
depending on applicant’s intended use of the mark with the identified goods/services. Applicant may 
amend the identification to clarify or limit the goods and/or services, but not to broaden or expand the 
goods and/or services beyond those in the original application or as acceptably amended. See 37 C.F.R. 
§2.71(a); TMEP §1402.06. Generally, any deleted goods and/or services may not later be reinserted. 
See TMEP §1402.07(e).
 
For assistance with identifying and classifying goods and services in trademark applications, please see 
the USPTO’s online searchable U.S. Acceptable Identification of Goods and Services Manual. See 
TMEP §1402.04.
 
MULTIPLE-CLASS APPLICATION REQUIREMENTS
 
Classification of goods and services is a purely administrative matter within the sole discretion of the 
USPTO. See In re Faucher Indus. Inc., 107 USPQ2d 1355, 1357 (TTAB 2013) (quoting In re Tee-Pak, 
Inc., 164 USPQ 88, 89 (TTAB 1969)).
 
The application references goods and/or services based on use in commerce in more than one 
international class; therefore, applicant must satisfy all the requirements below for each international 
class:
 

(1)        List the goods and/or services by their international class number in 
consecutive numerical order, starting with the lowest numbered class (for example, 
International Class 3: perfume; International Class 18: cosmetic bags sold empty).

 
(2)        Submit a filing fee for each international class not covered by the fee(s) 

already paid (view the USPTO’s current fee schedule). Specifically, the application 
identifies goods and/or services based on use in commerce that are classified in at least 
three classes; however, applicant submitted a fee(s) sufficient for only two class(es). 
Applicant must either (a) submit the filing fees for the classes not covered by the submitted 
fees or (b) restrict the application to the number of classes covered by the fees already 
paid.

 
(3)        Submit verified dates of first use of the mark anywhere and in commerce 

for each international class. See more information about verified dates of use.
 

(4)        Submit a specimen for each international class. The current specimen is 
acceptable for class(es) 042; and applicant needs a specimen for class(es) 037 and 038. See 
more information about specimens.

 
Examples of specimens.  Specimens for goods include a photograph of (1) the actual 
goods bearing the mark; (2) an actual container, packaging, tag or label for the goods 
bearing the mark; or (3) a point-of-sale display showing the mark directly associated with 
the goods.  See 37 C.F.R. §2.56(b)(1), (c); TMEP §904.03(a)-(m).  A webpage specimen 
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submitted as a display associated with the goods must show the mark in association with a 
picture or textual description of the goods and include information necessary for ordering 
the goods.  TMEP §904.03(i); see 37 C.F.R. §2.56(b)(1), (c). 

 
Specimens for services must show a direct association between the mark and the services 
and include: (1) copies of advertising and marketing material, (2) a photograph of business 
signage or billboards, or (3) materials showing the mark in the sale, rendering, or 
advertising of the services.  See 37 C.F.R. §2.56(b)(2), (c); TMEP §1301.04(a), (h)(iv)(C). 

 
Any webpage printout or screenshot submitted as a specimen must include the webpage’s 
URL and the date it was accessed or printed on the specimen itself, within the TEAS form 
that submits the specimen, or in a verified statement under 37 C.F.R. §2.20 or 28 U.S.C. 
§1746 in a later-filed response. See 37 C.F.R. §2.56(c); TMEP §§904.03(i), 1301.04(a).

 
(5)        Submit a verified statement that “The specimen was in use in commerce 

on or in connection with the goods and/or services listed in the application at least as 
early as the filing date of the application.” See more information about verification.

 
See 37 C.F.R. §2.86(a); TMEP §§1403.01, 1403.02(c).
 
For an overview of the requirements for a Section 1(a) multiple-class application and how to satisfy the 
requirements online using the Trademark Electronic Application System (TEAS) form, see the 
Multiple-class Application webpage.  
 
REQUIREMENT – DISCLAIMER
 
Applicant must provide a disclaimer of the unregistrable part(s) of the applied-for mark even though 
the mark as a whole appears to be registrable.  See 15 U.S.C. §1056(a); TMEP §§1213, 1213.03(a).  A 
disclaimer of an unregistrable part of a mark will not affect the mark’s appearance.  See Schwarzkopf v. 
John H. Breck, Inc., 340 F.2d 978, 979-80, 144 USPQ 433, 433 (C.C.P.A. 1965).
 
Applicant must disclaim the wording “COMMUNICATIONS” because it is merely descriptive of an 
ingredient, quality, characteristic, function, feature, purpose, or use of applicant’s goods and/or 
services.  See 15 U.S.C. §§1052(e)(1), 1056(a); DuoProSS Meditech Corp. v. Inviro Med. Devices, 
Ltd., 695 F.3d 1247, 1251, 103 USPQ2d 1753, 1755 (Fed. Cir. 2012); TMEP §§1213, 1213.03(a).  
 
Applicant may respond to this issue by submitting a disclaimer in the following format: 
 

No claim is made to the exclusive right to use “COMMUNICATIONS” apart from the 
mark as shown. 

 
For an overview of disclaimers and instructions on how to provide one using the Trademark Electronic 
Application System (TEAS), see the Disclaimer webpage. 
 
Response guidelines.  For this application to proceed, applicant must explicitly address each refusal 
and/or requirement in this Office action.  For a refusal, applicant may provide written arguments and 
evidence against the refusal, and may have other response options if specified above.  For a 
requirement, applicant should set forth the changes or statements.  Please see the Responding to Office 
Actions webpage for more information and tips on responding.

https://www.uspto.gov/trademark/laws-regulations/how-satisfy-requirements-multiple-class-application-or-multiple-class#statement
https://www.uspto.gov/trademark/laws-regulations/verified-statement
https://www.uspto.gov/trademark/laws-regulations/how-satisfy-requirements-multiple-class-application-or-multiple-class
https://www.uspto.gov/trademark/laws-regulations/how-satisfy-disclaimer-requirement
http://www.uspto.gov/trademarks-maintaining-trademark-registration/responding-office-actions
http://www.uspto.gov/trademarks-maintaining-trademark-registration/responding-office-actions


 
Please call or email the assigned trademark examining attorney with questions about this Office action. 
Although an examining attorney cannot provide legal advice, the examining attorney can provide 
additional explanation about the refusal(s) and/or requirement(s) in this Office action. See TMEP 
§§705.02, 709.06.
 
The USPTO does not accept emails as responses to Office actions; however, emails can be used for 
informal communications and are included in the application record. See 37 C.F.R. §§2.62(c), 2.191; 
TMEP §§304.01-.02, 709.04-.05.
 
How to respond.  File a response form to this nonfinal Office action or file a request form for an 
extension of time to file a response.  

 

/Jeffrey Molinoff/
Jeffrey Molinoff
Examining Attorney 
LO122--LAW OFFICE 122
(571) 272-7290
Jeffrey.Molinoff@USPTO.GOV

 

RESPONSE GUIDANCE

Missing the deadline for responding to this letter will cause the application to abandon.  A 
response or extension request must be received by the USPTO before 11:59 p.m. Eastern Time 
of the last day of the response deadline.  Trademark Electronic Application System (TEAS) 
system availability could affect an applicant’s ability to timely respond.  For help resolving 
technical issues with TEAS, email TEAS@uspto.gov.

•

Responses signed by an unauthorized party are not accepted and can cause the application to 
abandon.  If applicant does not have an attorney, the response must be signed by the individual 
applicant, all joint applicants, or someone with legal authority to bind a juristic applicant.  If 
applicant has an attorney, the response must be signed by the attorney.

•

If needed, find contact information for the supervisor of the office or unit listed in the 
signature block.

•

https://teas.uspto.gov/office/roa/
https://teas.uspto.gov/erp/
https://teas.uspto.gov/erp/
https://www.uspto.gov/trademarks/apply/abandoned-applications
https://www.uspto.gov/blog/ebiz/
mailto:TEAS@uspto.gov
https://www.uspto.gov/trademarks/maintain/responding-office-actions
https://www.uspto.gov/trademarks/apply/reviving-abandoned-application
https://rdms-tmep-vip.uspto.gov/RDMS/detail/manual/TMEP/current/TMEP-600d1e2068
https://www.uspto.gov/trademark/contact-trademarks/other-trademark-contact-information


5924793

 
                                

Word Mark AVID

Goods/Services

IC 042 US 100 101
Computer consultation in the field of computer security; software as a service 
(SAAS) services, namely, hosting software for use by others for producing, 
editing, managing and distributing images, graphics, sounds, videos and 
musical scores; providing on-line non-downloadable software for online 
storage of data.

Register PRINCIPAL

Serial Number 88341281

Filing Date 2019-03-15T00:00:00

Original Filing Basis 1a

Current Filing Basis 1a

Publication Date 2019-09-17

Registration Number 5924793

Date Registered 2019-12-03

Owner
(REGISTRANT) Avid Technology, Inc. (CORPORATION; DELAWARE, 
USA); Attn: Trademark Administrator, 75 Blue Sky Drive, Burlington, 
MASSACHUSETTS 01803, UNITED STATES

Type of Mark SERVICE MARK

Mark Drawing Code (4) STANDARD CHARACTER MARK

Live Dead Indicator LIVE

Status REGISTERED

Attorney of Record John G. Given



 
 

 February 7, 2024 6:22 PM Print: 



3154132

 
                                

Word Mark AVID

Goods/Services

IC 042 US 100 101
Design, development and implementation of software; Installation of computer 
software; Technical support services, namely, troubleshooting of computer 
hardware and software problems.

Register PRINCIPAL

Serial Number 78783187

Filing Date 2005-12-30T00:00:00

Original Filing Basis 1a

Current Filing Basis 1a

Publication Date 2006-07-18

Registration Number 3154132

Date Registered 2006-10-10

Owner
(REGISTRANT) Avid Technology, Inc. (CORPORATION; DELAWARE, 
USA); Attn: Trademark Administrator, 75 Blue Sky Drive, Burlington, 
MASSACHUSETTS 01803, UNITED STATES

Type of Mark SERVICE MARK

Mark Drawing Code (4) STANDARD CHARACTER MARK

Live Dead Indicator LIVE

Status REGISTERED AND RENEWED

Attorney of Record John G. Given

 



 
 February 7, 2024 6:22 PM Print: 



3304284

 
                                

Word Mark AVID

Goods/Services IC 037 US 100 103 106
Installation of computer networks; Installation of computer systems.

Register PRINCIPAL

Serial Number 78783180

Filing Date 2005-12-30T00:00:00

Original Filing Basis 1b

Current Filing Basis 1a

Publication Date 2006-07-11

Registration Number 3304284

Date Registered 2007-10-02

Owner
(REGISTRANT) Avid Technology, Inc. (CORPORATION; DELAWARE, 
USA); Attn: Trademark Administrator, 75 Blue Sky Drive, Burlington, 
MASSACHUSETTS 01803, UNITED STATES

Type of Mark SERVICE MARK

Mark Drawing Code (4) STANDARD CHARACTER MARK

Live Dead Indicator LIVE

Status REGISTERED AND RENEWED

Attorney of Record John G. Given

 
 

 February 7, 2024 6:22 PM Print: 



5350788

 
                                

Word Mark AVID EVERYWHERE

Goods/Services

IC 042 US 100 101
Design, development and implementation of software; installation of computer 
software; technical support services, namely, troubleshooting in the nature of 
diagnosing computer hardware and software problems; software as a service 
(SAAS) services, namely, hosting software for use by others; providing on-line 
non-downloadable software featuring online storage of data.

Register PRINCIPAL

Serial Number 86043897

Filing Date 2013-08-21T00:00:00

Original Filing Basis 1b

Current Filing Basis 1a

Publication Date 2014-04-22

Registration Number 5350788

Date Registered 2017-12-05

Owner
(REGISTRANT) Avid Technology, Inc. (CORPORATION; DELAWARE, 
USA); 75 Blue Sky Drive, Burlington, MASSACHUSETTS 01803, UNITED 
STATES

Type of Mark SERVICE MARK

Mark Drawing Code (4) STANDARD CHARACTER MARK

Live Dead Indicator LIVE

Status SECTION 8-ACCEPTED

Attorney of Record John G. Given



 
 

 February 7, 2024 6:22 PM Print: 



5880669

 
                                

Word Mark AVID | RUN BETTER

Goods/Services

IC 037 US 106 100 103
Installation and maintenance of manufacturing and industrial facility 
automation, control, cybersecurity, and smart manufacturing and execution 
systems.

IC 042 US 100 101
Design of manufacturing and industrial facility automation, control, 
cybersecurity, and smart manufacturing and execution systems; Design, 
technical, and technological consulting in the fields of industrial automation, 
industrial information and control system design and implementation, industrial 
information technology network design, implementation and operation, and 
smart manufacturing.

Register PRINCIPAL

Serial Number 87718729

Filing Date 2017-12-13T00:00:00

Original Filing Basis 1b

Current Filing Basis 1a

Publication Date 2018-06-12

Registration Number 5880669

Date Registered 2019-10-08

Owner
(REGISTRANT) Avid Solutions, Inc. (CORPORATION; NORTH 
CAROLINA, USA); Suite 900, 175 Southport Drive, Morrisville, NORTH 
CAROLINA 27560, UNITED STATES

Type of Mark SERVICE MARK

Mark Drawing Code (4) STANDARD CHARACTER MARK



Live Dead Indicator LIVE

Status REGISTERED

Attorney of Record E. Eric Mills
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United States Patent and Trademark Office (USPTO)

USPTO OFFICIAL NOTICE

Office Action (Official Letter) has issued  
on February 8, 2024 for  

U.S. Trademark Application Serial No. 97933905

A USPTO examining attorney has reviewed your trademark application and issued an Office 
action.  You must respond to this Office action to avoid your application abandoning.  Follow 
the steps below.  

(1)  Read the Office action.  This email is NOT the Office action.  

(2)  Respond to the Office action by the deadline using the Trademark Electronic Application 
System (TEAS).  Your response, or extension request, must be received by the USPTO on or 
before 11:59 p.m. Eastern Time of the last day of the response deadline.  Otherwise, your 
application will be abandoned.  See the Office action itself regarding how to respond.  

(3)  Direct general questions about using USPTO electronic forms, the USPTO website, the 
application process, the status of your application, and whether there are outstanding deadlines 
to the Trademark Assistance Center (TAC).  

After reading the Office action, address any question(s) regarding the specific content to the 
USPTO examining attorney identified in the Office action.  

GENERAL GUIDANCE
Check the status of your application periodically in the Trademark Status & 
Document Retrieval (TSDR) database to avoid missing critical deadlines.  

•

Update your correspondence email address to ensure you receive important USPTO 
notices about your application.  

•

Beware of trademark-related scams.  Protect yourself from people and companies that 
may try to take financial advantage of you.  Private companies may call you and pretend 
to be the USPTO or may send you communications that resemble official USPTO 
documents to trick you.  We will never request your credit card number or social security 
number over the phone.  Verify the correspondence originated from us by using your 
serial number in our database, TSDR, to confirm that it appears under the “Documents” 
tab, or contact the Trademark Assistance Center.  

•

Hiring a U.S.-licensed attorney.  If you do not have an attorney and are not required to •

http://tsdr.uspto.gov/documentviewer?caseId=sn97933905&docId=NFIN20240208
https://www.uspto.gov/trademarks/apply/abandoned-applications
https://www.uspto.gov/trademark
https://www.uspto.gov/learning-and-resources/support-centers/trademark-assistance-center
https://www.uspto.gov/trademarks/apply/check-status-view-documents
http://tsdr.uspto.gov/documentviewer?caseId=sn97933905&docId=NFIN20240208
http://tsdr.uspto.gov/documentviewer?caseId=sn97933905&docId=NFIN20240208
https://teas.uspto.gov/ccr/cca
https://www.uspto.gov/trademarks/protect
http://tsdr.uspto.gov/documentviewer?caseId=sn97933905&docId=NFIN20240208
https://www.uspto.gov/learning-and-resources/support-centers/trademark-assistance-center
https://www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney


have one under the trademark rules, we encourage you to hire a U.S.-licensed attorney 
specializing in trademark law to help guide you through the registration process.  The 
USPTO examining attorney is not your attorney and cannot give you legal advice, but 
rather works for and represents the USPTO in trademark matters.  

 


